MOT SO VAN PE VE HET QUYEN KHU VUC VA NHAP KHAU SONG
SONG TRONG HE THONG PHAP LUAT CUA LIEN MINH CHAU AU

1. Co ché hét quyén khu vue

Pham vi dia Iy cua hét quyén dugc xac dinh bai mot cum tir quan trong 1a
“dugc dua ra thi truong Cong ddng” da thé hién tai Biéu 7 Chi thi 89/104/EEC
va Piéu 13 Quy dinh (EC) sb 40/94 (nay 1a Chi thi 2008/95/EC va Quy dinh
(EC) 207/2009). Tuy nhién, do mét s6 nguyén nhan, con ton tai nhitng tranh céi
vé co ché hét quyén dbi voinhénshiéu dioc quy dinh trong cac diéu luat vira
néu. Cudi cung, phan quyét cia Toa an Lién minh chau Au trong vu viéc
Silhouett di cham dut nhiing ‘tranh i ndy. Theo Toa an, Piéu 7 Chi thi
89/104/EEC da thiét 1ap nguyén tac tuyét d6i vé hét quyén trong pham vi Lién
minh chau Au, nghia 13 quy dinh cia®iéu 7 khong cho phép cic nude thanh
vién mo rong nguyén tac hét quyén khu vaie.thanh nguyén tac hét quyén quoc
té'. Phan nay ban vé co ché hét quyén khu vage,theo phép.luat caa Lién minh
chau Au, trong d6 phan quyét caa Toa &an Lién minh ehau Au trong vu B; viéc
Silhouette duogc coi la budc ngoat quan trong.

Truéc khi Toa an Lién minh chau Au dua ra phéan ‘quyét trong vu
Silhouette, nhitng tranh ci vé co ché hét quyén d6i véi 1 nhan hiéu con ton tai.
Diéu 7 Chi thi 89/104/EEC phan &nh nd luc ctia cac nude thanh vién nham dat
t6i sy hai hoa trong pham vi Lién minh.vé van dé hét quyén déi vai nhan hiéu’,
Tuy nhién, quy dinh nay gy ra nhiéu cach hiéu khac nhau. Mot sé nguoi 1ap
luan rang, Dicu 7 (1) 1a quy dinh bat budc, doi hoi tat ca cac B nudc thanh vién
phai tuan tha nguyén ticihét guyenitfong pham vi khu vuc®. Nhitng nguoi phan
d6i y kién nay lai cho rang,

Diéu 7 (1).chislanyéuseautoi, thidu vé viéc thirasnhanmnguyén.tic hét quyén
trong pham Vi khu vuc voi nhanhiéu; cac nuwée thanh vién co quyen quyétdinh
lya chon hoac duy tri nguy@n tic hét quyén qudc té*. Bén canh d6, mot s6 ngudi
khac lai két luan rang, Diéu 7 (1) khong quy dinh rd liéu cac nude thuoc Lién
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$ Vi du: Lars KjObye, Jens Fejo (xem: Shea, Nicholas, Does the First Trade Marks Directive AUOU) International
Exhaustion ofRights? [1995] 10 EIPR, iootnote 5, tr. 463), va Willy Alexander (xem: Alexander, Willy, Exhaustion oI Trade
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minh c6 thé lua chon hoidc duy tri nguyén tic hét quyén quédc té hay khong, do
d6, van dé nay do Toa &n Lién minh chau Au quyét dinh®.

Ly do cta nhiing tranh cii nay la: Bidu 7 quy dinh khong rd rang, khong
dua ra mot co ché hét quyén bat budc d6i véi nhan hiéu cho tat ca cac nudc
thanh vién. Hon nita, cac nuéc thanh vién lai ¢ nhitng cach tiép can rat khac
nhau vé hét quyén ddi véi nhan hiéu. Cu thé, mot sé nudce thira nhan nguyén tic
hét quyén qubc té (nhu Dtc, Ao, Pan Mach, Thuy Dién va Na Uy), trong khi
cac nudc khéac ap dung nguyén tic hétquyén qubc gia (nhu Phap, Hy Lap, Italia,
Bb Pao Nha va Tay Ban Nha). Mét Iy do nita 1a dinh huéng caa uy ban chau Au
vé hét quyén ddi véi nhan hiéu trude khi ban hanh Chi thi vé nhan hiéu, ay ban
chau Au chi rd “Mac di nguyén tic hét quyen dugc an dinh tai Diéu 11, Hoi
d6ng va uy ban (chau Au) luu ¥ rangi€ong dong van cé kha nang thuong luong
Véi cac ddi tac thuong mai thong qua théa thuan song phuong hoic da phuong
vé cac quy dinh &p dung hét quyén quéc té dbi Vi cac bén ky két™®.

Phan quyét caa Toa an Lién minh chau Au trong vu Silhoutte” dit dau
cham hét cho nhitng tranh c&i xoay quanh van dé hét quyen trong Khu virc kinh
té chau Au, dong thoi hai hoa phéap luat cua cac nude thanh vién vé hét quyén
d6i voi nhan hiéu.

Trong vu viéc nay, Silhouette 1a mot cong ty cua Ao, san xuét kinh thoi
trang gia cao va duoc phan phéi véi nhan hiéu Silhouette, day ciing 1a nhan hiéu
dugc dang ky & nhiéu nudc trén thé gidi. Thang 10 nam 1995, Silhouette béan
21.000 khung kinh 18i mét cho mot cong ty Bungari ¢6 tén 1a Union Trading.
Silhouette dd childinh dai dién ban thang, huong dan Union Trading chi dugc
ban khung kinh & Bungari va cac nuéc thuoc Lién bang X6 viét trude day.

Hartlauergpeostrussenondo,.di c6 duoc kinh.métsShithouette tir.nhirng _giao
dich-ma nhting giao dich nay chi ra rang viéc nhap khau va ban kinh Sithoutte o
Ao khong gay bat ky phién toai nao. Chudi cira hang béan 1é cia Hartlauer ban
hang hoa giam gia va khdng thuoc mang lugi phan phdi hang hoéa cua
Silhouette. Do d6, Silhoutte phan d6i viéc ban kinh ha gia cua Hartlauer duoc
mua & nudc ngoai. Silhouette khai kién chdng lai hanh vi vi pham nhan hiéu va

® OToole, Franis and Treannor, Colm, The European Unions Trade Mark Exhaustion Regime, World Competition 25(3):
279*302, 2002' Ohly, Ansgar, Trade Marks and Parallel Importation - Receni Developments in European Law, IIC, VVol. 30
(1999), tr. 521.

® Outcome of proceedings of the ad hoc Working Party of Counselors (Trade Mark) on 13 Pebruary, Council doc 4936/87, at
2-3.
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canh tranh khong lanh manh cta Hartlauer tai Toa an vung Steyr va khai kién
phlc tham truécToa an tdi cao. Toa 4n tdi cao dd hoi vé van dé hét quyén dbi
v6i nhan hiéu trong vu viéc ndy. Trong hoan canh Ao thira nhan nguyén tic hét
quyén qudc té trude khi nude ndy thi hanh Chi thi vé nhan hiéu 89/104/EEC,
hon nita, Diéu 7 (1) lai thiéu sy rd rang, Toa an tdi cao Ao da tam dung giai
quyét vu viéc va yéu cau Toa an Lién minh chau Au tra 1oi hai cau hoi®:

(1) Biéu 7 (1) Chi thi caa Hoi dong chau Au sb 89/104/EEC ngay 21-12-
1998 vé hai hoa phap luat ciia cac nude thanh vién lién quan téi nhan hiéu (goi
tat 1a Chi thi vé nhan hiéu) cé.cho phép chu sé hitu.nhdn hiéu cam bén thir ba sir
dung nhan hiéu d6i véi nhitng hang héa gan nhan hi¢u di dua ra thi truong cua
mot nude ma khong phai la nuac thanh vién hay khong?

(2) Chu sé hitu nhan hiéu cé thé Chi dua trén co s¢ Biéu 7 (1) Chi thi vé
nhan hiéu dé yéu cau bén thir ba cham dut viéc st dung nhan hiéu cho hang hoa
c6 gan nhan hiéu da dua ra thi truong cta mdt nudc khong. phai 1a nudce thanh
vién hay khong?

Cau hoi thir nhét 1a chu dé cho nhiing tranh luan kéo dai trong nhiéu thang
sau d6. Y kién cua Advocate General Jacobs® duoc ¢ong bd ngay 29-01-1998
két luan rang, Diéu 7 (1) Chi thi 89/104/EEC veé nhén hiéu dugc hiéu theo nghia
cho phép cha sé hitu nhan hiéu quyén duoc ngdn chan bén tha ba sir dung nhan
hiéu cho hang hda gan nhan hiéu da dwa ra thi truong ngoai Khu vyc kinh té
chau Au®™.

Toa an Lién minh chau Au di cong bo quyét dinh vé vu viéc Silhoutte ngay
16-6-1998. Toa dn khong dinhilai y kién cua Advocate General Jacobs, cu thé,
Toa an nhan manh: “phap-luat quée.gia quy-dinh-hét-quyén nhan hic¢u déi véi
nhitng san.phamsmangsnhanshiéu.do chir s6 hitusnhanshiéusheacvai sy dong v
cua cht thé nay dua ra thi truong ngoai Khu vere kinh té chau Au bi coila quy
dinh trai véi Biéu 7(1) cua Chi thi, nhu da duogc sira d6i boi Thoa thuan vé Khu
vuc kinh t& chau Au”''. Thém vao d6, Toa an Lién minh chau Au phan quyét

nhu sau:

8 Cong bao C388/6 [1996].

® & cac Toa 4n Lién minh chau Au, Advocate General 12 ngudi cung cép y kién phap 1y doc 1ap v& vu viée trudc khi Toa an
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“Phép luat Cong dong chau Au di khong mo cho cac nudc thanh vién dugc
quy dinh trong phap luat quéc gia vé hét quyén d6i voi nhan hiéu ddi véi nhiing

san pham duoc dat trén thi truong cua nhimg nudc khong phai la thanh viéen™'2.

T6m lai, trong vu viéc Silhouette, Toa an Lién minh chau Au khang dinh:
Chi thi 89/104/EEC cim c4c nudc thanh vién ap dung nguyén tic hét quyén
qudc té. Toa an chi ra rang: “Tinh trang mot s6 nudce quy dinh hét quyén qudc té
trong khi mét s6 nuéc lai quy dinh hét quyén trong pham vi Cong ddng 1am tang
rao can cho tu do luu chuyén hang.h6awa.tu do luu chuyén dich vu”. Bat ky
cach hiéu nao khac bi coi 13 trai véi mue dich'caa Chi thi. Cu thé, Toa an Lién
minh chau Au dua vao ba y (y thi nhat, y-tht ba va y tht chin) trong Phan mo
dAu cua Chi thi 89/104/EEC".

Sau phéan quyét cua Toa an Lién minh chau Au trong vu Sizhouette, co rat
nhiéu thay d6i lién quan dén thira nhan co ché hét quyén khu vuc. Vu Silhouette
khing dinh rang, phap luat Lién minh chau Au “ngin chin.cie nudc thanh vién
duy tri hodc chuan bi 4p dung hét quyén quéc té cho quyén d6i véi nhan hiéu néi
riéng va cac quyén so hitu tri tué khac néi chung”. Phan quyét trong vu
Silhouette dugc khang dinh lai trong nhiéu vu viée sau dé truéc Toa an Lién
minh chau Au® ciing nhu trugc cac Toa an cua nhing nudc-thanh vién'®. Céc
nuéc thanh vién tién hanh stra d6i phap luat qubegia cho phu hop véi phép luat
Lién minh. Cu thé, cac nuéc thanh vién thira nhan nguyén tic hét quyén trong
pham vi Khu vuc kinh té chau Au va han ché nhap khau song song tir cac nuéc
ngoai Khu vuc. Vi dy, ngay 1-7-2000, Thuy Pién da bai bo nguyén tic hét
quyén quée-té-truyansthng, déi, véi, nhdn hiéu va ban hanh quy dinh méi vé hét
quyén trong pham vi-Khavuckinh téchau Au tai Biéu 4 Luat Nhan hiéu Thuy
bién'’. V&i mot sé tri hodn, Pirc ciing thi hanh Chi thi dau tién vé nhén hiéu cua

13 Carboni, Anna, Cases about Spectacles and Torches: Now, can we see the Light, [1998] EIPR, tr. 472.

14 X. Xem: Slotboom M., Marco, The exhaustion of IPRs - Different Approaches in EC and WTO Law,
athttp://www.blacwell-synergy.com/ doi/pdf.

15 Vi dy vu viéc Sebago, Case C-173/98, Sebago Inc. & Ancienne Maison Diibois et Fils SA V. GB‘Unic [1999] ECR 1-
4103; vu viéc Zino DavidolY, Joined cases C-414/99 to 416/99 Zino Davidoff V. A&G Imports [2001] ECR 1-8691.

18 \/y Dyed jeans lién quan dén nhén higu dugc gidi quyét trude Toa &n tdi cao Lién bang Duc (xem 1IC, Volume 28/1997);
Vu: Purlume Fiacon lién quan dén quyén tac gia, Vu No. IZR 256/97 dwoc giai quyét trude Toa &n t6i cao Lién bang Dirc
(xem: 11C Volume 32/2001, tr. 717-722); Vu Sony PSP lién quan dén nhan hiéu duoc giai quyét truse Toa an Anh (xem:
Parallel imports; the limits to application of the "exhaustion™ Sony PSP court case,
<http://www.tdctrade.com/alert/eu0610e.htm>.

7 pidu 4 Luat nhan hiéu Thuy bién:

"Chu s¢ hitu nhan hiéu khdng cé quyén ngan chin ngudi khac st dung nhan higu cho san pham ma chu sé hitu nhéan hiéu
hoac nguoi dugc su déng y cua chu s¢ hitu nhan hiéu dwa ra thi truong trong pham vi Khu vyc kinh té chau Au.

[Quy dinh trén day], tuy nhién, s& khong p dung trong trudng hop hang héa bi thay ddi hoic hu hong sau khi dua ra thi
trrdng hoac khi co 1y do chinh dang cho chi s hitu nhan hiéu dé phan ddi viéc sir dung tiép theo nhan hisu".



Hoi d¢ong chau Au bang viéc sira d6i Luat nhan hiéu cia minh va nguyén tic hét
quyén trong pham vi Khu vuc kinh té chau Au c6 hiéu luc ¢ DBuc'®. Hon nira,
sau vu Silhouette, co quan 1ap phap Lién minh chau Au di ban hanh mét loat
cac van ban vé hét quyén s hitu tri tué cho cac dbi tugng sé hitu tri tué khac véi
noi dung nhan manh nguyén tic hét quyén trong pham vi Khu vuc kinh té chau
Au®.

Can luu y rang, ké tir khi Thoa thuan vé Khu vuc kinh té chau Au c6 hiéu
lyc vao ngay 01-01-2004, thuat ngit “hét quyén khu vuc” dugc hiéu 1a hét quyén
trong Khu vuc kinh té chau Au. Tte 1a, pham'vi hét quyén duoc mé rong tir thi
truong cua 27 nudc thanh vién Lién minh.chau Au thanh thi truong cua 30 nudc
thuoc Khu vuc kinh té chau Au.

Mot s6 nguoi phan d6i nguyén‘tac hét quyén trong pham vi Khu vuc kinh
té chau Au bang cach chirng minh co ché hétquyén nay dat van dé viéc 1am caa
chau Au ¢ tinh trang nguy hiém, dong thoi, cling tring phat cac doanh nghiép
vira va nhé chi san xuat hang hoa trong pham vi khu Vuc. Thém vao d6, nhiing
nguoi theo quan diém nay ciing khang dinh nhimg vu viét ciia co ché hét quyén
qudc té, d6 1a nhitng loi ich dem lai cho khong chi nguoi tiéu ding ma con cho
c4c doanh nghiép vira va nhé san xuét trong nude, dong thoi ciing thuc day canh
tranh. Miac du nhiing tranh cdi ndy con ton tai, coché hét quyén khu vuc dugc
ap dung nhu két qua caa chinh sach thiét 1apva cang c6 thi truong théng nhat.

2. Péng goi lai thude nhap khiu song song

Lién minh chau Au 1a khu vuc hoat dong nhap khau song song thudc dién
ra manh mé xuatiphat tirsuiKhac biét,gitta cac nudc thanh vién vé gia thudc.
Nguyén nhan cua su khéac biét-végia thudc la-sukhée biét gitta cac nudc thanh
vién trong.LiénsminhsehausAu.vé dieu kien Kinhstéavinmoéghé thong v t6%° va
chinh“sach kiem soat gia thude, uy ban chau Au thira nhan “nhap khau song
song thudc 1a hinh thic kinh doanh hop phap trong pham vi thi truong Cong

18 Stucki, Marc Trademarks and Free Trade, Swiss Papers on European Integration, Printed in Switzerland, 1997, tr. 3.
*Poi voi quyeén tac gia va quyén lién quan: Diéu 4 Chi thj 2001/29/EC

ctia Nghi vién va Hoi ddng chau Au ngay 22-5-2001 vé hai hoa mot s6" khia canh vé quyén tac gia va quyen lién quan trong
x& hgi thong tin, Cong bao 0J 2001 L 167, tr. 10. Déi voi kiéu dang: Piéu 21 Quy dinh cua Hoi dong chau Au (EC) So
6/2002 ngay 12-12-2001 vé kiéu dang, Cong bao OJ 2002 L 3, tr. 1. Déi véi sang ché: Diéu 10 d& xuit vé quy dinh vé sang
ché cua Hoi ddng chau Au, Cong bao OJ 2001 ¢ 337 E, tr.278. oo

2 Theo 1y ban chau Au, 2001/791 Glaxo Wellcome [2001] OJ L302/1, doan 162: Austria, Denmark, Finland, Ireland,
Sweden and United Kingdom 1 nhitng nuéc 6 gia thuéc cao; Beigium, France, Greece, Italy, Portugal and Spain |a nhitng
nuéce c6 gia thude twong dbi thip, vé thi truong thudc chau Au, xem: Commission Communication on the Single Market in
Pharmaceuticals, COM(98)588 iinal, Brusseis, 25* November 1998.



dong trén co s& Piéu 28 Hiép udce thiét 1ap Cong dong chau Au nay 1a Piéu 34
Hiép udc vé chirc ning, hoat dong cua Lién minh chau Au*,

Trong hoat dong nhap khau song song thudc, dong goi lai thudng xay ra
Xuat phat tir quy dinh ctia nudc nhap khau nhu thong tin phai duoc viét bang
ngdn ngir ctia nude nhap khau, kich c&, kiéu dong goi, sé luong vién thudc va
thuc té caa nuéc nhap khau (so thich cua ngudi tiéu dung). Doi khi, nha nhap
khau song song dong géi lai thudc do mong mudn caa ho chir khong phai do yéu
cau caa nudc nhap khau.

Pong goi lai thudc thuong duoc thuc hién duéiba hinh thire: dong lai hop,
lam lai nhan, chén nhin mai. Déng lai hop bao gom: (i) thay thé vo hop hién tai
bang mot vo hop khac twong tu nhu v hop ma nha san xuat caa nudc nhap khau
st dung; (ii) thay thé vo hop hién tai bang mot vo hop don gian khong gan nhan
hiéu nhung ngudi tiéu ding c6 thé nhin thaysnhan hiéu phia bén trong; (iii) thay
thé vo hop hién tai bang mot vo hop don gian khac va khéng. gan nhén hiéu; (iv)
thay thé vo hop hién tai bang mot vé hop khac cé dénhan hiéu cta nha nhap
khau song song; (v) thay doi kich thuoc vo hop. Lam lai nhan 1a thay doi nhan
hién tai. Chen nhdn méi la dan mot nhan khac 1én nhén hién tai, che nhiing
thong tin gan trén hop thudc hién tai bang cach dan mét nhéan khac 1&n vo hop.
Bén canh d6, nha nhap khau song song con thay-déi, thém vao hoic bo di hudng
dan st dung, thém vao hodc bo di cac san pham kém theo.

N6i chung ca Hoa Ky va Lién minh chau Au déu ting cuong bao vé quyén
s& hitu tri tué dbi véi duoc pham nham nghién ctiu va phat trién san pham mai,
chang han, ho @& co) quy dinli @3¢ Bigt nham kéo dai bao ho cho nhitng séng
ché vé thudc. Theo Pao luat Waxman-Hatch, Hoa Ky kéo dai thoi gian bao ho
séng ché cho san pham thuoc thém téi da 05 nam, dong thoi gidi han thoi gian
bao ho ké tir khi thude dwoc phép dua ra thi trudng la 14 nam. D6 vai Lién
minh chau Au, thoi han bao ho cho san pham thudc ciing ting thém téi da 05
nam khi c6 “gidy chang nhan bao ho bd sung”. Tuy nhién, c6 mot s khac biét
gitta Lién minh chau Au va Hoa Ky vé van dé hét quyén trong méi quan hé véi
thudc va nhap khau song song san pham nay. D6 13, nhap khau song song thubc
dién ra thuong xuyén trong pham vi Lién minh chau Au. Trong khi d6, hoat
dong nay bi han ché theo phap luat Hoa Ky. “C6 I& do nhiéu nam kinh nghiém

21 COM(2003) 839 final, the Commission Communication on parallel imports of proprietary medicinal Products for which
marketing authorizations have already been granted, Brussels, 30.12.2003



vé nhap khau song song & Lién minh chau Au, hoat dong nay duogc diéu chinh
rat hop Iy bang cach két hop giira cac nguy@n tic kiém soét va quy tic lién quan
dén bao ho quyén so hitu tri tué. Nguoc lai, thuong mai song song 1a mot khai
niém kha mai & Hoa Ky??. Hon nita, Lién minh chau Au ap dung co ché hét
quyén khu vuc cho san pham thudc nhung Hoa Ky &p dung nguyén tic hét
quyén qudc gia voi mot s6” ngoai 1. Trong pham vi Lién minh chau Au, chu s&
hitu nhan hiéu khong cé quyén ngan chin nhap khau song song san pham thudc
sau khi san pham nay duogc dua ra thidiuong Khu vyc kinh té chau Au, trir khi
c6 “nhitng 1y do chinh dang?theo Biéu 7 (2) Chitthi 2008/95/EC.

Ly do cua nhiing khac biét trén day la chinh sach cua Lién minh chau Au
va Hoa Ky vé nhap khau song song thude. B6i véi Lién minh chau Au, sy thira
nhan nhap khau song song noi chung.va nhap khau song song thuéc ndi riéng
nham huéng téi mot thi truong thdng nhat. Khac véi Lién minh chau Au, chinh
sach cua Hoa Ky vé thudc 1a nham canh tranh, phat trién san pham maéi va bao
vé nganh céng nghiép duoc pham trong nudc. Tuy nhién, nhing khac biét giira
chau Au va Hoa Ky vé nhap khau song song san pham thuc khdng con ton tai
néu Lién minh chau Au duoc coi nhu mot qudc gia dac biét khong co bién gisi
giita cac nudc thanh vién. Ly do 1a ca Lién minh chéu Au va Hoa Ky déu cim
nhap khau song song thudc da dugc dua ra thi truong bén ngoai chir khong phai
thi truong Lién minh chau Au hay thi truong Hoa Ky.

Sau khi dua san pham ra thi truong cta bat ky nuéce nao trong Khu vyc
kinh té chau Au, quyén ngin chin hoat dong kinh doanh nhitng san pham dugc
dong goi-lai-enarehurso hiry, nhdnrhiéuwkhong con theo quy dinh cua Piéu 7 muc
1 Chi thi 2008/95/EC. Tuy nhién, thu'so hitu nhan hiéu van cd kha ning thuc thi
quyén nay néu chi ra “ly do chinh dang” theo Piéu 7 muc 2 caa Chi thi nay. Noi
cach khéc, quyén ngin chan chu thé khac dong goéi lai va kinh doanh san pham
dong goi lai cua chu s hitu nhan hiéukhéng bi mat néu c6 “Iy do chinh dang”.
Nhu vay, mau chét cua van dé hét quyén trong cac vu viéc dong goi lai 1a “ly do
chinh dang”. Yéu t6 “ly do chinh dédng” dwoc Toa an Lién minh chau Au va Toa
an céc qudc gia thanh vién xem xét. Theo d6, do dic diém riéng caa thudc - doi
hoi chét luong, an toan va hiéu qua - diéu kién dong goi lai loai san pham nay
rat nghiém ngat. Cu thé, c6 nhiing diéu kién chi &p dung riéng cho dong goi lai

22 Amanda Wearing & lan Kirby & Kerckhove & William Vodra & Arnod & Porter LLP Parallel trade in the Ew and us
pharmaceutical markets, fife Sciences 2004/05, <www.practice.com/A41999>.



thudc. Vé ngbn ngir, theo Chi thi 2001/37, ngdn ngir duoc sir dung trén nhan
hang thuc pham va d6 uéng Ia nhiing ngdn ngit dé hiéu cho ngudi tiéu ding.
Tuy nhién, ddi vai thudc, ngdn ngit trén nhan phai 1a nhitng ngén ngir chinh
thac caa nudc thanh vién 13 nude nhap khau thude (Piéu 5 Chi thi 2001/37
[2001] 0J L194/26). V& mau san pham, trong vu viéc vé nhap khau ruou
Loendersloot V. Ballantine®®, Toa &n Lién minh chau Au Chi ra rang: khac voi
thudc, cac nha nhap khau song song khéng phai cung ciAp mau ruou cho chi s
hitu nhan hiéu va ciing khong phai chifta tén cua chu thé dong goi lai trén chai
ruou.

Toa &n Lién minh chau Au cung cap “huéng dan day du”** cho dong goi lai
thudc nhap khau song song. Cac diéu kién déng goi thude duoc giai quyét lan
dau tién trong vu Hoffmanii ‘Za Roche,0. Centrafarmz® va tiép tuc duoc lam rd
trong nhitng vu viéc tiép theo, sau d6 duee Xac nhan lai trong Thong bao caa uy
ban chau Au vé nhap khau song song cac san pham thuéc co dang ky doc quyén
san xuat va duoc phép dua vao luu thong®, cac didu-kién cu thé 1a: (i) 8u can
thiét phai dong goi lai; (ii) khong gay ton hai toi diéurkién ban dau cua san
pham; (iii) khéng anh huéng dén danh tiéng cua cha sé hitu nhan hiéu; (iv) néu
rd chu thé dong goi lai, nha san xuat .va nhiing yéu t6 san phdm kém theo; (V)
thong bao trudc vé viée dong goi lai®’

Vé su can thiét phai dong goi lai, cacphan quyét cua Toa an Lién minh
chau Au da chi ra yéu cau kiém tra “su can thiét khach quan” phai dong goi lai
thudc. Theo d6, dong lai hop thude dugc eho 1a can thiét “khi kich ¢& hop duogc
st dung-¢-nwée-thanh vien ma nha ahap khau di mua khong thé ban dugc &
nuéc nhap khaudo niguy@n tac déng goi véi kich ¢ vo hop nhat dinh hoic do
tac dong cua thuc té & qudc gia dé hodc do nguyén tic bao hiém”?®. Pong lai
hop khong can thiét “khi nha nhap khau song song van c6 thé ban duoc hang o

28 £-349/95 Frits Loendersloot V. George Ballantine & Son [1997] ECR1-6227

2 Hart, Tina & Fazzani, Linda & Clark, Simon, Intellectual Property Law, 5* edn., Palgrave Macmillan, 2009, tr. 275.

% Vu viéc nay xem xét Diéu 28 va Diéu 30 Hiép wéc thiét Iap Cong dong chau Au (nay 1a Diéu 34 va Diéu 36 Hiép uoc vé
chirc nang, hoat dong cua Lién minh chau Au).

% pidu kién déng goi lai thubc dugc d& cap trong Thong béo cia iy ban chau Au vé nhap khau song song thude da dang ky
ddc quyén san xuét va dugc > phép dua vao Iuu thong, Brussels, 30.12.2003. "Chu s¢ hitu nhén hiéu khong c6 quyén ngin
chan dong goi lai khi: (1) néu cho phep chu sé hitu thyc hién quyén nay sé chia cit thi truong giita cac nuoc thanh vién, 2)
dong goi lai khong gay anh huong xu dén diéu kién ban dau cua san pham, (3) néu rd ngudi dong goi lai va ngudi san xuét,
(4) hinh thuc cua san phdm dong goi lai khong tén hai dén danh tiéng ciia nhan hiéu va chu s¢ hiru nhan hiéu, va (5) chu so
hitu nhan hiéu nhan duoc thong bao trude khi ban san phim dong goi lai".

27 \/& d6ng goi lai thudc mang nhan hiéu duoc bao ho theo phap luat Lign minh chau Au, xem: Trevor, EU Intellectual
Property Law, Oxiord University Press, 2010, tr. 274-277.

%8 Joined cases C-427/93, 429/93 and 436/93 Bristol-Myers Squibb V. Paranova [1996] ECR 1-3457 doan 53; Joined cases
C-71/94, 72/94 and 73/94 Eurim-Pharm Arzneimittel V. Beiersdorf [1996] ECR1-3603, doan 43; Case 232/94 MPA Pharma
V. Rhone-Poulenc Pharma [1996] ECR I- 3671, doan 25.



nuéc nhap khau bang cach gan thém vao bén ngoai hoac bén trong vo hop nhan
méi voi ngdn ngit ciia nudc nhap khau, hodc dua thém hudéng dan st dung hoic
thong tin vdi ngdn ngit ciia nude nhap khau”?. Pong goi lai dugce coi 1a can thiét
“néu nhu khong dong géi lai s& anh huong dén viéc tiép can toan bo hoic mot
phan thi truong lién quan do su phan d6i manh mé tir phan 16n nguoi tiéu
dung™®. Bong goi lai khong duoc chap nhan trong truedng hop nha nhap khau
song song ¢b géng dat duoc “lgi thé thwong mai” tir hoat dong nay*. Trong vu
Pharmacia & Upjohn V. Paranovaz, Téa an Lién minh chau Au xem xét liéu su
thay doi nhan hiéu duoc sit dung & Phaprhoic Hy Lap 1a DALACINE va
DALACIN c thanh DALACIN & Pan Mach ¢6 can thiét hay khong®. Toa an két
luan rang, diéu nay can thiét vi muc dich bao vé nguoi tiéu dung khoi bi nham
lan nhung khong can thiét néu nha nhap khau song song ¢ gang dé dat dugc loi
thé thuong mai®.

Khi kiém tra diéu kién can thiét, Toa an Lién minh chau Au va Toa &n cac
nudc thanh vién cling xem xét thir ty cua cac hinh thire dong goi lai, do 1a: dong
lai hop, 1am lai nhan, dan chén nhdn mégi. NGi tom lai, dé.bao vé danh tiéng cua
cha so hitu nhdn hiéu va loi ich caa nguoi tiéu ding, nha nhap khau song song
can phai tranh tac dong dén phia trong hop. Ho can nghi dén dan chén nhan méi
va lam lai nhan trude khi dong lai hop.

Mic du diéu kién dau tién nay duoc ban luan rat nhiéu trong pham vi Lién
minh, day van 1a van dé con nhiéu tranh céi. Cac quan diém rat khac nhau trong
pham vi Lién minh chau Au vé kiém tra sw can thiét caa Toa an Lién minh chau
Au. Quangdiemythiynhat ehograngkhéng nhitng phai xem xét su can thiét phai
dong goi lai maCa cach dong goi Tai** Néu diéu nay dugc chap nhan, nha nhap
khau song song va Toa &n bi dit ¢ tinh thé kho khan, boi vi ho phai quyét dinh
khi nao mot kiéu dang dong goi cu thé khong can thiét. Quan diém thu hai cho
rang, can kiém tra su can thiét véi hanh vi dong géi lai, khéng phai véi hinh

29 Joined cases C-427/93, 429/93, and 436/93, Bristol-Myers Squibb and Others V. Paranova A/S, [1996] ECR1-3475, doan
55; Joined cases C-71/94, 72/94 and 73/94, Eurim-Pharm Arzneimittel V. Beiersdorf, [1996] ECR1-3603, doan 45.

% Case C-348/04, Boehringer Ingelheim KG V. Swingward Ltd., [2007] ECR 1-3391, cac doan 45-54.

%! Glaxo Group V. Dowelhurst I, High Court (Patent Court), 28 Feb. 2000

%2 3dd, lién quan dén dong gbi lai thubc trong vu viéc nay, xem Stother, Christopher, Parallel Trade in Europe: Intellectual
property, Competition and Regulatory Law, Hart Publishing, 2007, tr. 94; Rosenberg, D., and Kerckhove, M Van, Upjohn V.
Paranova: utterly Exhausted by a Trip Too Far, [1999] EIPR 223.

% 3dd, doan 44.

3 Orifarm V AstraZeneca, Tda an tdi cao Pan Mach, ngay 04-01- 2002; Eurim-Pharm V. Boehringer Ingelheim, Toa an toi
cao Dirc, ngay 11-7-2002; Schuber Verpacking 11, Toa an t6i cao Ao, ngay 30-01-2001; Glaxo Group Limited & Others V
Dowelhurst Limited and Swingward Limited, Engiish High Court, ngay 06-02-2003; Beecham V. Netpharma, Toa phuc thdm
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thirc cua san pham dugce dong géi lai. Chu sé hiru nhdn hiéu cé thé phan déi
hinh thirc ctia san pham déng goi lai néu diéu nay gay thiét hai dén nhan hiéu®®.

bé ddp vmg diéu kién khdng gay ton hai dén diéu Kién ban dau cua san
pham, nha nhap khau song song phai chimg minh déng goi lai khdng anh husng
Xau dén diéu kién ban dau cua san pham. Theo ay ban chau Au, “diéu kién ban
dau cua san pham duogc coi 1a khéng bi anh huong xau khi dong goi lai chi anh
huong dén 16p bén ngoai, khong tic dong dén phan bén trong hop; hoic khi
dong goi lai duoc tién hanh dudi su@idm.sat cia co quan c6 tham quyén bao

dam rang san pham khong bi tac dong”®.

Trong vu Bristol-Myers Squibb V. Paranova®’, Toa an Lién minh chau Au
da xem xét nhitng tac dong tiéu cuc clia déng goi lai. Toa an két luan rang, mac
di diéu kién ban dau cua san pham khéng bi anh huong truc tiép “khi dua thém
vao hop huéng dan st dung hozc thong tin wai ngdn ngir cua nudc nhap khau”,
diéu nay c6 thé anh hudng gian tiép khi “phia bén ngoai hoac bén trong cua san
pham dong goi lai hodc hudng dan st dung hoac théng tin cit bo di hoac thong
tin dua thém vao lién quan dén dic tinh, thanh phan, tac dung, st dung hoic bao
quan san pham la théng tin khdng chinh xac”.

Vé diéu kién khdng dnh hwong dén danh tiéng cua chi S6 hizu nhan hiéu,
trong vu Boehringer Ingelheim KG V. SwingwardLtd,*®, Toa 4n Lién minh chau
Au cho rang déng goi c6 khiém khuyét, chat luong thap, hozc cau tha co thé lam
ton hai dén danh tiéng caa nhan hiéu. Khi danh gia liéu hinh thuc caa san pham
dong goi lai o 1am ton hai dén danh tiéng cua nhan hiéu, can phai tinh dén dac
tinh cua san pham Vajthi-ttuoag mafsan pham hudng téi. Cong ching bao gio
cling doi hoi khat khe vé chat lugng va su_nguyén ven cua thudc, dong goi
khiém khuyét, chat lugng thap hode cau tha c6 thé lam ton hai dén danh tiéng
cua nhan hiéu. Tuy nhién, doi hoi vé hinh thic cua thube dong goi lai rat khac
nhau ddi véi bénh vién hoic cira hang thude va ngudi tiéu dung. Di vaoi bénh
vién hoic cira hang thubc, thuée dugc nhitng ngudi ¢6 chuyén mén chuyén toi

% Case - E-3/02 Paranova AS V Merck & Co., Inc. and Others, EFTA court (8 Jui. 2003). Chi tiét vé vén d& nay, xem:
Harris, Kathleen, Parallel Imports: the never-ending saga on repackaging and use of trade marks may finally be ending... and
not before time, Journal of Intellectual Property Law & Practice, Vol. 1, Issue 9, Aug. 2006, tr. 464-467

% The Comrnisskxn Communication on paraiiei imports of proprietary medicinal Products for which marketing
authorizations have already been granted, COM (2003) 839 fmai, BEussels, 30 Dec. 2003.

%7 C- 427/93, Bristol-Mayers Squibb V. Paranova, [1996] E.C.R 1-3514
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nguoi bénh, ddi v4i nhitng ngudi ndy - hinh thicc cta san pham it quan trong.
Déi voi ngudi tiéu dung, hinh thire caa thude quan trong hon™®.

Sau khi déng géi lai, g6i méi phdi néu rd chu thé déng géi lai, nha sdn
Xudt, cac san pham kém theo. Cu thé, d6 1a cac thong tin: (i) tén ngudi dong goi
dé tranh hiéu rang “chu so hiru nhan hiéu chiu trach nhiém ddi véi goi méi va
véi bat ky khiém khuyét nao trong viéc déng goi lai”™*®; (ii) tén cua nha san xuét
“tranh cach hiéu rang nha nhap khau chinh Ia chu so hitu nhan hiéu va san pham
duoc san xuat voi sy giam sat cua chit $6-hiru nhan hiéu™*'; ngudn cua nhiing
san pham kém theo phai duoc chi rd “dé khong dan dén 4n twong 1a chu s¢ hitu

nhan hiéu chiu trach nhiém vé san pham kém theo”*.

Vé diéu kién thong bao trueéc viée déng goi lai, Toa an Lién minh chau Au
phan quyét nhu sau: “phan su cua nha nhap khau song song la thong bao cho

chu s& hitu nhan hiéu viéc dong goi lai”™*. Biéu nay “lam cho chu s¢ hiru nhan

hiéu c6 kha nang tét hon trong viéc bao vé chinhminh chdng. lai hang gia™**.

Hon nita, trong mét s6 vu viéc, nguoi dong goi phai giri mau cua san pham
duogc dong goi lai cho cha s¢ hitu nhéan hiéu. Trong vu Bristol-Mayers Squibb V.
Paranoua®, Toa an Lién minh chau Au cho rang “giri mau san pham dong goi
lai truéc khi san pham dugc ban gitp cho chi sé hitu nhén hiéu kiém tra dong
goi lai khong duoc tién hanh theo cach tac dongtruc tiép hoac gian tiép dén diéu
kién ban dau cta san pham va hinh thire sau khi dong goi lai khdng l1am ton hai
dén danh tiéng ctia nhan hiéu”.

* The Commission Communication on paraiiel imports of proprietary medicinal Products for which marketing authorizations
have already been granted, COM (2003) 839 final, Brussels, 30 Dec. 2003, tr. 15 va chu thich (footnote) 44.
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